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REMARKS 

The present submission is siibmltstcd in response to an Office Action dated 
February 23, 2004 in which Claims 1-21 have been rejected under 35 U.S.C. §101 . 
Chiini 1-21 have also been rejected under 35 U.S.C §1 03(a) as allegedly being 
unpatentable over U,S. Publication No, US 2002/0007318 to Alnwick in view of Omcjal 
Notice. Claim 3 has been objected to due to fonnaJitics. Claim 2 has been canceled. 
Claims ! and 3-10 have been amciidcd. The Applicant submits thai the instant 
application Is in condition for allowance for at least the reasons set forth below. No new 
mailer has been entered. 

Claim 3 has been objected to because of informalities. The Applicant has 
mncndcd claim 3 accordingly and tlianks the Examiner for his suggestion. 

35 uscjqi 

Claims 1-21 have been rejected under 35 USC 1 01 for allegedly failing to provide 
a connection to the technological arts. The ApplicaiU has amended claims I and 3-10 lo 
include reference to the technological iuLs as required by Uie Examiner, llic Applicant 
submits that amended claims 1 and 3-10 properly recite a connection to the relevant 
technological arts and, accordingly, are in condition for allowance. The Applicant 
respectfully requests rcconsideralion of the outstanding rejections of claims 1 and 3-10. 
Claim 2 has been canceled. Claims 1 1-19 arc directed to methods for backordcring out of 
stock products. Claims 20 and 21 arc directed to storage mediums for backordcring out 
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of stock proclucls. The Applicant submits that tlic classes of elaims recited in claims J 1- 
19 and 20-2 1 are proper bases of statutory subject niatler in accordance with 35 USC 101. 
Accordingly, the Applicant respectfully requests reconsideration of tlic rejections of 
claims 11-21. 

.?5 USC 103 

Claims 1-21 have been rejected under 35 U.S.C. 103(a) as allegedly being 
niipatcnlable over Alnwick in view of Official Notice. The Applicant respectfully 
disagrees, Vov an obviousness rejection to be proper, the Examiner must meet the burden 
of establishing a pnf)ia facie case of obviousness. /// re Fine, U.S.P.Q.2d 1 596, 1598 
(Fed. Cir. 1988). The Examiner must meet the burden of establishing that all elements of 
the itwcntion arc disclosed in Uie prior arti that the prior art relied upon, coupled witli 
knowledge generally available in the art at the time of the invention, must contain some 
suggestion or incentive that would have motivated the skilled artisan to modify a 
reference or combined references; and that the proposed modification of the prior art must 
have had a reasonable expectation ofsucccss, determined from the vantage point of the 
skilled artisan at the time the invention was made. In teFiiic, 5 US,P-Q,2d 1596, 1598 
(Fed, Cir. 1988); In re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. \91Q)\Amgen v. Chusai 
PhamcH euticcih Co,, 927 U,S.P,Q.2d, 1016, 1023 (Fed. Gin 1996). 

The Applicant*s amended claim 1 recites a host system "receiving an order for a 
product from [a] user system; 

detcnnining whether inventory for said product satisfies said order; 

notifying said user system if said inventory for said product does not satisfy said 

order; 

receiving a back order request from said user system to back order said product if 
said inventory for said product docs not satisfy said order; 
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receiving a time period request from said user system for seiiing a time that said 
back order request is to remain in effect\ 

dclennining an amount of said product for meeting said back order 
request; 

accjuiring said amount and updating said inventory; 
notifying said user system thai said back order request has been 
satisfied; and 

in response to said notifying said user that said back order request 
has been satisfied, receiving a deliver)? request from said user system to deliver said 
product.^^ (emphasis added) 

Alnwick does not recite these features, Specifically, Alnwick does not recite 
receiving a Lime period request from said user system for setting a lime that said back 
order request is to remain in effect; and acquiring said amount and updating said 
inventory, Nor does Alnwick recite notifying said user system that said back order 
request has been satisfied. Moreover, Alnwick does not teach or suggest "in response to 
said not! fying said user that said back order request has been satisfied, receiving a 
delivery request from said user system to deliver said product." Rather Alnwick teaches 
an exchange platfonn that allows buyt.TS and sellers to engage tn the resale of computer 
componcnls (p. 1 , par. 12, pi^r. 15). A number of vendors submits inventories for review 
by a number of exchange customers (p. 1 , par 14). Thus, the Alnwick reference recites a 
broker-based model for "reselling computer parts which allows customer to almost 
in<;tantancously determine available invenloiy, correlate to a manufacturer part number, 
and rapidly place the ordef (p. 1 , par. 1 1), A back order in the instant application may 
be maintained for a uscL-selccted time period as provided in Applicant's claim 1 . Thus, 
the instant application provides a purchase and ordering scheme that is not time-critical as 
eniphasi/^d in the Alnwick reference. 

Moreover, a delivery request is received from a user to delivery a product in 
response to notification that the back order request has been satisfied (Applicant's claim 
I). Contraiy to the instant application, the ordei' and dcliveiy process recited in the 
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Alnwick reference is directed to specid shipping inslmctioiis for delivery of goods, o.g,, 
Lo altcrnalo addresses, etc. (p. 6, par. 78). The Alnwick reference does not recite 
receiving a delivciy request from a user in response to notification that a back order has 
been satisfied. 

Iji the instant application, the user places an order (c.g„ back order) when the 
product is not readily available in inventory, llic customer specifies a timo that the back 
order request is lo remain in effect. This feature is not recited in Alnwick. The Examiner 
has taken Official Notice that such action is conunon and well known in the art. The 
Applicant respectfully disagrees and submits thai the Examiner's use of Official Notice in 
this circiTmslancc is improper, MPEP § 2144.03 defines when it is proper to use OfHcial 
Notice. In particular, the MPEP states "Official notice unsupported by documentary 
evidence should only be taken by the examiner where the facts asserted to bo welt-known, 
or to be common knowledge in the art are capable of instant and unquestionable 
dcmonslnifion as being well-known." The MPEP also slates "It would not be appropriate 
for the examiner to take official notice of facts without citing a prior art reference where 
the facts asserted to be well known are not capable of instant and unquestionable 
demonstration as being wclMaiown." The MPEP gives as an example specific 
knowledge of the art. Li this case, tlie limitations of a time specified by tlic user in which 
aback order request is to remain in effect is not capable of instant and unquestionable 
demonstration as being well-known. Applicant asserts that it is improper to rely on 
Official Notice for the limitation recited in claim 1, which has been amended to include 
the limitation ofclaim 4 for which the Official Notice is taken. The Applicant further 
submits that the Official Notice taken for the limitation updating the inventory aAcr the 
hack ordered pmduct is received aiid the customer notified is also improper for at least 
the reason stated above, 

Por at the least the foregoing reasons, the Applicant submits that claim 1 is 
patentable over Alnwick in view of Official Notice. The Applicant respectfully requests 
rcconsidenition of the outstanding rejections. Claims 3-10 depend from what is an 
allowable claim 1 and for at least this reason, the Applicant submits lhat claims 3-10 arc 
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in coiidiUoii for allowance. Reconsideration is rcsjiectfully requested. 

In regards to claims 7 through 21, the Examiner has indicated that those claims 
and their features arc allegedly considered to be pajHllel claims to claims 1 -7 and has 
rejected claiins 7-2 1 for same reasons that claims 1 -7 were rejected. The Applicant 
respectfully disagrees and submits that, for example, claim 7 includes supplier-directed 
activities whereas clami 1, lor example, is directed to user (or customer) directed 
activilics. In particular. Applicant's claim 7 recites; "a host system; 

a user system in communication with said host system via a network; 

a supplier system in communication with said host system via said network; and 

a database coupled to said host system, said database storing data relating to said 
back ordering out of stock products; 

wherein host system includes instructions for implementing a method, 

comprising: 

receiving an order for a product from said user system; 
dcteimiuing whether inventory for said product satisfies said 

order; 

notifying said user system if said inventory for said product docs 

not satisfy said order; 

receiving a bfick order request from said user system to back order 
said product if said inventory for said product does not satisfy said order; 

sending a supplier request to said supplier system for fui/illmg 
said hack order reqt^est; 

receiving an inventory update request from said supplier system, 
wherein said inventory update request incltufes an amount of said product for ftdfdling 
said back order request; 

notifying said user system that said back order request has been 

satisfied; and 

receiving a delivery request from said user system to deliver said 
product." (emphasis added) 
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In addition to the limitalions described above with respect to claim 1, thcso 
supplier-side oclivilies recited in the limitalions of amended claim 7 arc not tauglit by the 
Alnwick reference. For at least tliis reason and the reasons provided above with respect 
to claim 7, the Applicant submits that claim 7 is in condition for allowance. Additionally, 
claims 8-10 depend from what is an allowable claim 7. For at least this reason, the 
Applicant submits that claims 8-10 arc in condition for allowance. Rcconsidei-ation of 
the outstanding rejections is rospectfiilly requested. 

'I hc Applicant submits that claims 1 1 and 20 are in condition for allowance at 
least for the reasons provided above with respect to claim 1. Claims 12-15 depend from 
wliat -should be an allowable claim 1 1 and are accordingly believed to be in condition for 
allowance. The Applicant submits that claims 16 and 21 are in condition for allowance at 
least for the reasons provided above with respect to claim 7. Claims 17-19 depend fi om 
what should be an allowable claim 16 and arc accordingly believed to be in condition for 
al lowancc. The Applicant respectfully requests reconsidemlion of the outstanding 
rejections. 

No new matter has been cna-red and no additional fees arc believed to be required. 
However, if any fees arc due with respect to this Amendment, plcaso charge them to 
Deposit Account No. 06-1 1 30 maintained by Applicant's attorneys. 



Respectfully submitted, 



CANTOR COLBURN LLP 




Marisa J. Dubnc 
Registration No, 46,673 
Customer No. 23413 



Date: May 24, 2004 

Address: 55 Griflln Road South, Bloomfield, CT 06002 
Telephone; (860) 286-2920 
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